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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 07 June 2007 . 
2a)£3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 1 to 30, 34. 36 to 40 and 72 to 105 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) [3 Claim(s) 1,2,7.19.27.30,34,38,39.72.73.78.90,98.101,104 and 105 is/are rejected. 

7) ^ Claim(s) See Continuation Sheet is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)Q Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) S3 Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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1 . Please note that the examination of this application has been transferred. It is 
currently being examined by Examiner Margaret Moore. 

2. The terminal disclaimer filed on 6/7/07 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of 
7,028,774 has been reviewed and is accepted. The terminal disclaimer has been 
recorded. 

3. While not being considered new matter (since the claims as originally filed 
include claim 34 in which the subterranean interval is above about 300° F) the Examiner 
cannot find support for this limitation found in newly added claim 72 in the specification. 
Applicants are requested to show support for this limitation in the specification per se, or 
amend the specification to include such proper support. 

4. Applicant is advised that should claim 34 be found allowable, claim 72 will be 
objected to under 37 CFR 1 .75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

5. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

6. Claims 1 , 2, 7, 19, 27, 30 and 39 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Dearth. 

This rejection relies on the rationale of record and as such this will not be repeat- 
ed. Applicants' traversal is not persuasive, as noted below. 

Applicants emphasize that the instant claims are drawn to a method "without the 
addition of a curing agent". To this extent the previous office action indicated that 
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Dearth uses a furfuryl alcohol resin without a curing agent. This rejection is based on 
the fact that Dearth fails to teach or suggest the addition of a curing agent and, in fact, 
teach that furfuryl alcohol resins gel with no mention of any necessary added agent. 

Applicants state that "one of ordinary skill in the art is aware that, at such 
temperatures, such furan based resins require the presence of a curing agent". To this 
effect they rely on their statements in the specification. For at least three reasons, this 
is not considered to be persuasive. 

First, applicants fail to support their position of that such furan based resin 
require the presence of a curing agent. In fact, the Examiner draws application 
attention to Acock et al. (column 5, lines 1 1 to 13) and Ayoub et al. (column 3, lines 38 
to 40) which indicate that furan resins are capable of autopolymerization and that curing 
agents are optional. This contradicts applicants' assertion and thus the Examiner 
cannot take it as fact. 

Second, the Examiner notes that products of identical chemical composition can 
not have mutually exclusive properties. A chemical composition and its properties are 
inseparable. Therefore, if the prior art teaches the identical chemical structure, the 
properties applicant discloses and/or claims are necessarily present. In the instant 
application, the furan resin in both the instant claims and the prior art cures, or gels. It 
is unclear why applicants would argue that a curing agent would be necessary in the 
prior art when it is not necessary in the instant claims. Since the chemical compositions 
are the same, the properties will correspondingly be the same. If the furan resin in the 
claims can cure without a curing agent, there is no reason to believe that the prior art 
furan resin needs a curing agent to cure or gel. If applicants are of the position that the 
prior art does not, in fact, possess the same properties as the claimed composition, the 
claimed composition should be amended to distinguish itself from the prior art. 

Finally, the teachings in Dearth on their own are basis for maintaining this 
rejection. While Dearth admits that the particular plugging material is not a novel aspect 
of the present invention, the total lack of mention or suggestion of any additional yet 
necessary component to cause the furan resin to gel indicates that one is not 
necessary. One having ordinary skill in the art, while recreating the method in Dearth, 
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would have been motivated to perform the method as disclosed and thus without the 
use of any additional curing agent. 

7. Claims 34, 38, 72, 73, 78, 90, 98, 101, 104 and 105 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Dearth. 

This rejection also relies on the rationale of record, as it applied to claims 34 and 
38. The subject matter of claim 34 has been included into new claim 72 (see paragraph 
4, supra). The rationale for the rejection of these new claims is consistent with that of 
record for claims 1 , 2, 7, 19, 27, 30 and 39, supra, as well as that for claim 34. 
Applicants' traversal is not persuasive. 

It is argued that Dearth, taken as a whole, would not motivate a person of skill in 
the art to modify Dearth to perform applicants' claimed methods. The Examiner does 
not agree. While claim 34 and new claim 72 are drawn to a temperature of "above about 
300°F", the teachings in Dearth state that it is preferred to use the furan resin at a temp- 
erature of less than about 250° F. Thus while there could be a difference the Examiner 
does not believe that this is an unobvious difference. Please note that patentee is not 
limited to preferred embodiments and the skilled artisan would have found a method in 
which one operates outside the preferred embodiments to have been obvious, in an 
effort to determine the operable and/or optimum temperature range. For the reason 
alone the Examiner would maintain the obviousness rejection. 

In addition to that noted above, though, please note that both the upper limit of 
250°F and the lower claimed limit of 300°F are modified by the term "about". This is 
evidence that an exact limit is not contemplated by either range and that the ranges 
embrace temperatures above 250°F or below 300°F. Given the degree of latitude 
attributed to "about" the distinction between "about 250°F" and "about 300°F", is quite 
blurred. In fact, given the degree of latitude given to each term "about" these ranges 
could, in fact, be considered overlapping. At the least applicants have not established 
an unobviousness between "about 250°F" and "about 300°F. 

In an effort to determine that is encompassed by "about 300°F" the Examiner 
referred to the specification (i.e. read this limitation in light of the specification). The 
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closest specifically referenced temperature that she could find in the specification is "in 
excess of 350°F" (paragraph 10). If applicants are of the position that "greater than 
about 300°F" is supported by or comparable to "in excess of 350°F", then the same 
difference of 50°F between the preferred (but not so limiting) prior art value "about 
250°F" and claimed value "about 300°F" should be given the same consideration. This 
could likewise be considered overlapping or at the least an obvious difference. 

The Examiner notes that applicants do not provide any additional arguments 
regarding the time requirements of claim 38. As such this rejection is also maintained. 

8. Claims 3 to 6, 8 to 1 8, 20 to 26, 28, 29, 36, 37, 40, 74 to 77, 79 to 89, 91 , 92, 99, 
100, 102 and 103 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

These claims were not included in the prior art rejection made in the previous 
office action and thus are considered to be drawn to allowable subject matter that is 
neither taught nor suggested by the teachings in Dearth. 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Margaret G. Moore whose telephone number is 571- 

272- 1090. The examiner can normally be reached on Monday and Wednesday to 
Friday, 10am to 4pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Randy Gulakowski can be reached on (571) 272-1302. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571.-272-1000. /i AvV / 
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8/31/07 



